ApplicatioTi No. U)/(J92,770 

Amendment; dated April 14> 20 1 0 

Reply to Office Action of iSeccmber 16, 2009 

REMARKS/ARiGUMENTS 

eiairns 1, 2, 7, 9-14, 21,, 24 m4 2S-33 wcm previously pending. No claims have been 
amendea, caaceMi or added. Thus, claims I, 2, 7, 9-21, 24-'33 xeniain pending and subject to 
E}C£iiiiiiiation, 

Applicaiits respect&lly request recoiistidemtion of this applicatioii based bn the fo^ 
remarks, 

Examinet fnterview 

Applicants wotild like to thank Exmniuer Daniel aiid Supervisory Patent fixaminar 
Appiah fbr extending the comtesy of a petsonal interview to Appycairts' representative oii 
March 17^ 2010. During the mlerview, Appifeants' representative Demetria Buncum explained 
the deficiencies of the Bamburak aiid Guffaro references with respect to the pending claims; 
Examiner Appiah agreed that there appeared to be distinctions between the peMing claims and 
the cited refereiices, inciudhig the claimed feature of generating a priority data smn^ table in 
the fedobile station iising priority criteria detemiined from the system priority data table, and 
requested tliat Applicants file a response setting forth these distinctiomi;. 

Pretiminaty Memurhs 

Applicants have previously provided deiaiied explanations as to how the pending claims 
are distinguishable over the cited re^^^ In response thereto^ die Otrice Actions have 

repeatedly indicated that the '"applied reference(s) provide more than adeiqoate support'* without 
specificaUy addressing the subsstance of Applicants argum^^^ MPEP § 7QlS)l{t) recites, in 
peitinent p;art. that when ^'the appl icant traverses any rej ection^ the examiiier should, if he or she 
repeats the rejectioh, take note of the at>niicant's armtnent and an^s^^ the stibstaiice of it /- 
(Emphasis Added) Applicants respecifuUy request that any subseqiient Otlice Actions address 
and answer the substance of ail arguments set fGrih below. 

CMm Rejections - 35 (JSC §103 
Claims 1-2^ 1\ 9-15, 17-21 and 24-33 are rejected under 35 USC § 103(a) ais being 
obvious over Baniburak et ai (US Patent Pufeiication lSfo> 2005/011 3089) in view of CutTaro et 
aL (US Patent No. 6387,686}; Appncants respectfully traverse this rejection. 
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ClaiiR ! is direeted to a method of selecting a desirable system from a list of wireless 
communications systems stored in a mobile sMioii cpmprisirig the fpllavdng steps: 

maintaMng, in the mobile statitm, a system priority data table 
based on acquisition/registrMm^ atteiTjpts by the mobile station 
with wireless commonkation systems, the system priority data 
table incliiding a piurHiity of entries, each mtxy representing a 
single system acquisition/registration attempt by the mobile station 
and including a Signal acquisition identifier, a power measurement, 
a system access identifier, and a system lost idmtij&er; 

ger^erating a priority data summary table in the mobiles station 
fetsing priority criteria determined firom the system priority data 
table, the priority data siim,maT>^ table iiicludhig an acquisition 
success mte fields a last power measurement filed, an acGess 
success rate fiekt atjd a system lost r^te field: 

predicting whether a fiitiu^ system ac^tmsidon/requisition attem^ 
on a seiected wireless commnnlcations system is likely to be 
successfei based on the priority data nummary table; 

predicting whether the selected wireless communications system is 
likely to be useable if the future system acquisition/registratian 
attempt is successM based on the priority data summary table; 

selecting, by the mobile station, a gtonp of weiess 
cdmmimications systetm ftom the list of wnrelej^ communieatiom 
systems stored in the mobiie station hi accordance with a 
predvetermin^d system selection procs^ure, the group of wireless 
communications systems having a first system acquisition order; 

reprioritizing. by the mobile station, the group of wireless 
communications systems in accordance with the priority data 
summary table, the repriDritized group of wireiess communications 
systems having a second system acquisition order based upon the 
likdihood of system aequisition/registration and the iikelihood of 
usability; and 

attempting, by tiie iridMle station, tp acquire a desirable system 
based on the reprioritized gtoup of wli^less communications 
systoiis. 

To establish a prima facie case of obviousness^ three basic criteria must be met* First, 
there must be sortie suggestion or motiyationj either in the refei^nces themselves or in the 
knowiedge generally available to one of ordinary skill in the art, to modify the relerence or to 
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combine inference teachings, Secondv thete must be a reasonable expectation of success. 
Finally^ obYiausne^is can only be established by combining or mpdilyirig tiie teachings of the 
prior ait to produce tlie claimed invemion where there is some teaching, suggeslioji^ or 
motivation to do m fomd t^ilher in the references themselves or in tlie kBowled<^e generally 
available to one of ordmar>^ skill in the art. The teachittg or suggestion to make the claimed 
combination atid the eeasonabie expectatioii o€ success must both be found in die prior art, not in 
applicant's disclosure. Oftep, it will be necessary for a court to look to interrelated teachings of 
multiple patents: the effects of demands teiown to the deiiign communitv^ or present in the 
marketplace; and the background knowledge possessed by a person having ordinary skiii m ike 
art, all in order to detennine whether there was an apparent reason to combine the kilo\\?n 
ekments in the tasMon claimed by the patent at issue. To facilitate review* this ailalysis should 
be made explicit ^ 

Applicatjts tespectftilly submit that the Office Action has faiied to set ^orth prima facie 
caj^ of obviousness as none of the cited reffei^neel alotie or in combinatipn "wj^ each othpr^ 
disclose or even suggest each and every feature recited in claim 1 . 

llie Cited References Fail to Disclose or Suggest the Maiiitaiiiiag and Oenerating Steps 
as Set Forth in Claim I 

Neither Bamburak nor Ciiffaro disclose or suggest maintaining a system priority data 
table having the featOTes explieitly recited in claLtm 1, The Office Action asserts, on page 5 of the 
outstanding Office Action, that '"a table stored in memory (16) incliKies a counter value of 
success rate (see page 5, lines 1-7]; Figs, 9-10), s^id the counter value for a frequency is 

incretnented each time th^ mobile eomnlumcation device (10) acquires the frequency (see pg, 5, 
[0035, linesl«7|), and the <:^ounter val^^ the order of the frequ^neies (see pg, 5, [Op3S, lines 
11-13: 0036, lines 7-1 1]), \vhere a success rate (e.g.. combination of success and failiu^) of a 
ficequency can alter over time wMch implies that a non-ixero counter value can be decremented to 
a zerd counter value (e.g., midesiripable. failed, or lost) to arrange frequenoies from highest to 
lowest as evidenced by the fact that one of ordinary skill in an would clearly recognize/- 



^ MmFim, m7 F2d 1 071, 5 USH32<I 1596 (Fed, Gir. 19B8); re ^i^e^, 9S$ FJd 347, 21 UBPQ^d 1941 (Fed. Cir, 
13SO,(UaApitl3a2007). 
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Applicants rfespectfxdly disagree. 

As Applicants have repeatedly explained in prior responses, the method of claiii) I recites 
tvvo tafeies a systerrt priority data table and a priority data suiiimary table - w the 
priority data mmmary table, is generated using priority eriteria deterimned ififom the other table, 
the system priority data table. As expHcitly reciteci M tM eiaim, tiie first table, i.e. the system 
priority data table, includes a plisraiity of entries, each of which represents a siiigle $vstem 
a cquisitioi^re<>istratf<:m attempt . Each entry inciiides a siggiai acquisition ideBtitiei:. a power 
measurement a system acc^ess identifier, and a svst^m lost identifier . Priority criteria, iiicltiding 
acqiusition success rates, aecess success rates, and system lost rates are cafeulated fi^ 
system wioritv data , and used to generate md store the second table^ i.e. the priority data 
suriimary table, Ilie priorit>^ data surnmary table includes an aegoisition success rate fieldv a last 
pox^or measurement field, an access success rate field, axxd a system lost rate field . Neithet 
Bamburak nor Cufl^x>, alone or In combination with each otlter, disclose or suggest l east this 
comhinatioo of features. 

Bambumk does not disciose a system priority data table and a priority data summary 
table as recited iii the pending claims. Bambimik does disclose two tables which are stored m 
memory at a mobile eommumcation device. However, these tables are very different from the 
tables recited in the pendiag ciaiiiis. As depicted in I'lgure 9 of Bamburak and described in 
paragraphs [0035] " [0038] , a table may be stored in memory that pro vides a connier associated 
with each frequency band in a master search schedule. As shown in Figure 9, the table includes 
three fields — a priority fieldva frequency baiid field, ahd a coiulter fields Thu^^ clearly, the table 
depicted in Figure 9 is not a system priority data table including a plurality of entries, each of 
which has a signal acquisition identitler. a power measurement, a system access identifier, atid a 
system lost identiiieT . Kor is the tahle depictfed m Figure 9 a priority data summary table 
including an acquisition success rate field, a last power measurement iield, an access success rate 
field, and ^ system lost rate fieid > 

As explained in paragraph [0035] of Bamburak, each time the mobiie communication 
device acqtiires service from a preletred provided, the counter value associated with the 
frequency band is incremented to establish a persona! roaming history fpr tlie user, Thn^. not 
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only (l0i?$ the mMe d^pic^^i in Figure 9 lack the fields eo<pHcMy set fofih m the^^ 
the tabk does not iaciude a plurality of entries each represemiiig a single system 
acquisit3c>n/reaistratiQa attempt by the mobile station . Rather, a counter is associated with each 
frequmcy baM, and each time the mobile station aoqiiires service from a provider associated 
with the frequency baiid> the couMer is incremented, Tbm, at best, th^ table depicted in Figiire 9 
keeps a cumulative record of acQuigiitioas at each frequency foajod. Separate «^titrie$ 
representing eacb single aciiuisitioii/registratioii attempt are iiot ctisciosed or even 
siitgge$ted by Bajrnburak, 

The Office Action agues^ that, in reference to Bambumk^ $acccs$ rate (e.g.- 
combination of success and feiiuxe) of a irequency can alter over time which implies that a non- 
'mro couhter value can M decreinetttcd t6 a zero o^mnter yaltie (e.g-^ uadesireable. feiied, or lost) 
to arrange frequeneies from highest to lowest as evidenced by the fact that one of ordinary skill, 
in the art would ciearly recognize,'- 1 iowever, as explicitiy recited in Banibtirak, **the comiter 
Value associated v^ith the irequency band is increniented thet^y retaining infbrmalTon 
establishing a 'personal roansing history' for the aser," In Barnburak, the coitiitier mciieatei^ 
how many times a user has accessed a preferred nero^ork witMn a freqiteney band. As 
such, there wowid be bo suggestion or motivation to decrement this cpwnter, as alleged by 
the Office Action. 

Applicants note that simply stating that ""'tsne of ordinary sMIl in the art would clearly 

recognize^' is not a proper basis for making m obviousness injection. While obviousness can be 

established by combihing or modifying the teachings of the prior ait to produce the claitned 

invention where there is some rational reason to do so. see KSM Int l Co. Teleflex Jnc.^ 127 S. 

Ct. 1727^ 1741 (2007)5 obviousiievSS cannot be established by combining the teachings of the 

prior art to prodiice the claimed invention absmt mme teaching, suggestion or incentive 

supporting the combination. ACS Hospital S)mems Im. v\ Mom0ore Hasplial^ 732 F. 2d 1572, 

1517, 221 U:S.P,Q. 929/933 (Fed. Cir., 1984). Cited in M te Geiger, 815 R2d at 688, 2 

U.S,P.Q.2d at 1268 (Fed, Cir, 1 987) (Emphasis added). See also re Lee, (61 U,S,P 2d 

1430, 277 F3d 1338 (CAFC, 2002)). Moreover, obyiousness cannot be estabhshed by 

combining references vi^rthout also providing objective evidence of the rnotiwting force that 

would impel one skilled in the art to do what the patent A ppeiiant has done (Sm In Me L ee^ 
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see also Ex Parte Levengootl U.S.P.QJd 1300, 1302 (Bd. Pat. App, & Inter, 1993)), 
Additionaily, as recited in MPEP § 2142, the ""^proper analysis is>idietl^^^ ckimed invention 
woiiid have been obvious to one of ordinary skiU in tbe art after consideration of ail the facts/'' 
Appliemits Tespectfoily subrnit^^^^ eontrary to the assertions in the Office Action, decremetiting 
the eoiipler to a zero counter valti^ woaid not listve beeiq. obvious in view of the fmM- 

Here, thic claimed subject liiatter includes a system priority data tabie having a plurality 
of entries, each entry represexitia a single system acquisition/registratioii attem by th^ mobiie 
station. 1 he facts are that Bamburak does not disclose this jfeature* but discloses a counter used 
to maintain a pci^oiial rowing hiistory by iiicrementing the tiirier eacfe time a user access a 
preferred network. Given these facts, one of ordinary skill in the art would not have recogni^d 
tiiat the counter^ v\Mch is used to determine how may times an ex>ent occurs, could also be 
decremented, as the puipose of the coUBter is to keep track of the nqniber of accesses. Thus, it 
appears the OMee ActiGn is using hindsight, which is iiriproper. 

Bairibtirak's second table, as depleted in Figure 10, inciudes fields for priority, syMem 
operator code (SOC), and system identifier code (SIC). Each SDC may have associated 
therewith a piuraiity of SICs (see, e.g:^ paragraph [0008] of Bamburak). Thus^ like the table 
depicted in Figure 9, the tible depicted in Figure 1 0 is riot a system priority data t^ble including a 
piurality of entries, each of which has field for a signal acquisition identifier, a power 
me^urement a SYxStem access identifier; and a svsteni lost identifier or a priority data suminafy 
table including an acquisition success rate field, a last power measurement field, an access 
success rate field, and a system lost rate iieM . 

Bamburak also fails to disclose or suggest that one of the ts^blei^ depicted in Figure 9 or 
Figure 1 0 is generated using priority criteria determined from the other table . As explained in 
paragra:ph [0036] of Bamburak, the table depicted in Figure 9 is a table providing a c€>imter 
associated with each fre£|uency hand in the master search schedule* "Based upon the counter 
values in tlie tabiCj the fiequency band widi the highest registration success rate as defined by its 
associated counter value would follow the home jfrequency band in the master search schedule."'' 
Ilie table depicted in Figure 10 is a table th^ defines the optimai service provider'? SOC and 
SIDS> and prefen-ed serviGe provider's SOCs and SIDs. iS'^e, paragraph [()039] of Bamburak. 
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*'Tiie table in FIG. lO may be progranimed by Ihe manufactiirer. by the distributor when the 
phone is purchased, or by the user. It is also possible to program the table of FIG. 1 0 over the air 
Not only are the tables d^^fiwd in Bamburak eompletely dit&rent Irom the two tables 
recited in claim L Bambiirak also ikils to dilsclose or suggest that one taMe is generated ircto the 
Other; 

Though the Office Action tmt asserts that Bamburak discloses tables including the 
fe<3tures described above Qe^, e,g,, pages 4-6 of the Office Action), it aj^pears that the Office 
Action does recogm^^e at least some of the defeiencies of Bmnborak by sMing that Bamburak 
^inexpiicitly" discloses the features of^'a system lost identifier; and priority data saminary table 
inciuding a jgj^^steni lost rate field/' The Office Action concludes that such features are well 
kncnvn in the art, ^Ltid relies on Cuffaro to support this conclusion. Applicants again respectiidly 
disagree. 

It is noted that Guffaro is not concerned with selecting a desirable system from a list of 
wireless conim\imcations systems. Rather* Gijffaro is directed to a method of detecting base 
station transceiver malfiinctions in a celii^lar tetecornmniy cations system (see, £?.g.. Abstract of 
Cuffaro), Npnethcless, Cuffaro does not disclose or mggest a priority data sxnnmary table 
incinding an acquisition success rate field, a last power measurement filed, and ail access success 
rate fieid, as asserted on pages 8-9 of the Office Action. The Office Action equates the call 
accessibility data recited in Guffaro with both the acquisition success rate field and the access 
success rate fields recited m the pending claims. However, as explieitly set forth in the claims, 
these are two separate fields . 

Moreover;, as^ explained in Applicants' previous resfponse, with regard to call accessibility 
data, Cul^aro refers only to caO setup fai lure rate and call setup time (see, coL 5, lines 50 - 5t% 
Giiffaro does not disclose or suggest an acquisition success rate tleld (e.g.^ a field indicating the 
rate of successful acquisition of a system) or an ^cess success raite fie:ld (e.g., a field indicating 
the rate of access success of a system). Acquisition and access are two separate and distinct 
processes. Cuffaro does not disclose or suggest a priority summary table which includes a iield 
indicating a rate of acquisition success and a field indic ating a rate of access success. 
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Additionally, Caflfero fails to diselose thai the mobile station maintaim tile I'MD 
database 25a, which the Office Action equates with the claixned priority data summary table. As 
reeited m cokmiii L lines 27-29 of Cuffaro^ *'[ejach BS is responsible for the radio 
commumcaiiiotts between the subscribers^ Mobile Statiom (MS) md the ceUuiar 
t^jlecammmiicaiion^ i^eCwork.'' Thusx CuSaro note? tkit the eeilular teleeommiimcatioBS 
network is separate and distincl irom the moblte station. As recited m coluBin 5, lines 1-10 of 
Cuf&ro, '%i]he TMD 25 may be stand-aiDne node within the celiular teiecommunications 
network 10 as sho\\T[ in or niay be a logic entitj^ within the MSC 22, or \\ithm aiiy other 

node of the celii?iar teiecommunicatians network 10/' Ilius, Cnfftiaro does not disclose or 
suggest that mobile station caii maintain the I MD 25. It is noted that tlie; &nction of ihe TMI) is 
to store and process the meawements arid parmneters generated by the BS transceivefs to detect 
possible malfknctioBs of particular transceivers. As siichj there is no suggestion that the mobile 
station would be capable of storing this information. 

Ihe (!^Tted Referei^ces Fail to Disclose Predicting Whether a Future System 
Acquisition/Registration Attempt is Likely to Be Successfal Based on the Priority Data 
Stitninarv- Tabie atid Predicting \¥b^tiiei" the Selected Wireless Conimotncat^^^ System 
ts Likely to be Useable if tl^e Fntiire System Acqmsitioii/ftegistration Attempt is 
Snccessiiil 

On page 7:, tlie Office Action cites paragraphs 26-27 and Figures 6-1 Q of Bambiirak a^ 
aEegediy disclosing the predicting features. The Office Action flitther asseits that 'the mobile 
station include s master search schedule in wliich pieferred service |HX)vider lists are opdmi2:ed 
Irom the master search sohedule (see pg. 5, [0034^0039]; pg. 3> [0028, lines 10-12]; pg. 4, [0029, 
lines 94-97]; pgs. 5-6, [0032, hnes 1-33]: pgs. 2^3, [0026^0027]: Figs. 7^10), and xvhere the 
system prioritizes the frequencies with a success rate by a counter to monitor which system and 
frequency is acqtiired and/or lost in order to prioritize a table (see pg. 3, [0027, lines 7-11], 
[0028:iines 10^12]^ pgs, 3-4, [0029, lines 13-14, 94-100]: pg. 4, j:0032, lines 1-2,14-15]; pgs. 56, 
[0034-0039 1; Figs. 8*1 0),^' Banibiirak describes a tna^ter ^eajxh schedule that is lised to initialize 
search scbediiles used when finding a desirable service provider. However. Bamburak does not 
disclose or suggest using the master search schedvile to predict whether an 
acqMisition/registration attempt is likely to be successftil and predicting whether a wireless 
communications system is likely to be useable if the aeqiiisition/registration attempt is 
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successfiU v and then using these predictions to repriorkize a group c>F wireless cdmmurika^^^ 
systems. Iniact, Baniburak says no ihing about usability. 

CuffeiQ does BOt overcome these deficiencies. Cpfitkro is directed to detecting base 
station trariseeiver inalfunctions. Base st£ttions traniseeiveifs iridividvmlly calculate perforrriaxice 
levels based on a various factors. These perfoTinaace lev eis^^ used to indicate whether a 
malfiHiGtion has ocGuf red Mowewr, like Bamburak, Giiffaro also Mis to disclose or suggest 
|>fedieting whether an aequisition/registration attempt is likely to be successful and predicting 
whether a wireless eoiinnunicaHons ^system is likely to be useabie-^ and then using these 
predietions to repiioritiKe a group of wireless commmtiGatiom sv^^^ 

Based on the foregoing, it is clear that the Otiice Action has Mled to set ferth a prima 
Jhcie case of obviousness as the cited references do not even disclose or suggest each and every 
feature of ciairn i . rndependetit claims IS and 21 include similar recitations to those described 
above in reference to claim 1, Thus, claims 15 and 21 are also paieutabie over the cited 
references. Additionally, all of the dependent claims are patentable over tiie cited references at 
least by virtue of their dependence on a patentable independent ciaim in addition to the 
individual features each claim recites. Further, each of tliese dependent claims separately recites 
a cornbinatioft of subject; m that is not disclosed or suggested by the cited prior art. 

Therefore, based on the fbregoiog, Apphcants respectfdliy request the withdrawal of the 
reiection of claims 1^ 2^ 7, 9 ^ 15^ 17 - 21, and 24 - 33 under 35 USC § 103(a) a? being 0bvioits 
over Bamburak in view of CufSaro. 



TECH/aiT6t4.1 



Page 18 of 19 



Application No. 10/092.770 

AmeridmeM dated Apfi] 14, 2010 

R«pl>' to prifce Action of iDeeeniber 1 6, 2009 

CONCLUSION 

In light of these remarfcs. Applicants siibmit Aat the application is in condition for 
MiowmcQ, for which earJy action is requested. 

Please charge any fees or overpayments that may be due with this response to Deposit 
Accoum No. 17-0026. 

RespeetjRjIiy submitted, 



Dated: ^lbEELM.^2mi By; - " '^"^^ . . •- ■j^lvvx^x.. 

Darren M/ Simon, Reg. No. 47,946 

Direct: 858.845.2472 

e-mail: dsimon@qmlcomm,corn 



QUALCOMM Incorporated 
Attn: Patent Department 

5775 Morehouse Drive 

San Diego, California 9201-1714 

Telephone: (858) 658-^5787 
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